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DETAILED ACTION 

1. This action is in response to applicant's amendment received on 12/18/2006. 

Claim Objections 

2. Claim 7 is objected to because of the following informalities: the examiner 
believes the claim should read, "An implant clamp as claimed in claim 6 wherein the 
screw passes through a threaded bore in one end of the arm, one end of the screw 
being engagable with the block which projects from the plate" in order to be more 
consistent with the language added to claim 3 in this amendment. Appropriate 
correction is required. 

Ciaim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-3, 5, 21-23, 25, and 27 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Masini (U.S. Publication 2002/0095217). 

Regarding claims 1 and 25, Masini discloses a device comprising a support 
member, a means to connect the support member to a surface, an arm pivotally 
connected to the support member, and an actuating member (reference Figure 1 
below). The arm is capable of pivoting about an axis that has a point, which lies in a 
plane that is spaced from and parallel to the plane of the base. Regarding claim 2, 
Masini discloses a device wherein the actuating member is a screw located between the 
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arm and the support member. Regarding claim 3, Masini discloses an implant clamp 
wherein the support member includes a plate and a block projecting and wherein one 
end of the screw engages the block (see Figure 5 of the reference), Masini discloses a 
block projecting from the plate and a screw engaging the block. The block, the screw, 
and the plate can be added to the components discussed above to comprise the 
support member. Regarding claim 5, Masini discloses a device wherein a plurality of 
bores is provided through the support member. Regarding claims 22 and 23, Masini 
discloses a device that is in accordance with claim 1 (claim 23) that is inherently 
capable of being used with a knee prosthesis on the tibia (claim 24, page 2 paragraph 
20 lines 6-10) by a method comprising the steps of preparing the surface of the bone for 
a receipt of an implant (page 1 paragraph 03), coupling a clamping member to the 
adjacent to the said surface, applying cement between the surface and the implant, 
actuating the clamping member to force the implant into engagement with the cement 
on the surface (claim 22). Regarding claim 27, Masini discloses an invention comprising 
a support member having a plurality of holes, mounting pins, an arm pivotally connected 
to the support member, and an actuating member. Regarding claims 25 and 27, the arm 
is capable of pivoting about an axis that has a point, which lies in a plane that is spaced 
from and parallel to the plane of the base. The arm is further capable of providing a 
clamping force on the implant, which is substantially perpendicular to the plane of the 
base of the implant. Regarding claims 1 , 21 , 25 and 27, regarding the statement of 
intended use and other functional statements, they do not impose any structural 
limitations on the claims distinguishable over Masini, which is capable of being used as 
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claimed if one so desires to do so. In re Casey, 152 USPQ 235 (CCPA 1967) and In re 
Otto, 136 USPQ 458, 459 (CCPA 1963). Furthermore, the law of anticipation does not 
require that the reference "teach" what the subject patent teaches, but rather it is only 
necessary that the claims under attack "read on" something in the reference. Kalman v. 
Kimberly Clark Corp., 218 USPQ 781 (CCPA 1983). Furthermore, the manner in which 
a device is intended to be employed does not differentiate the claimed apparatus from 
prior art apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 
USPQ2d 1647 (1987). 

Figure 1 
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Allowable Subject Matter 

5. Claims 6-20, 24, and 26 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent forni including all of the 
limitations of the base claim and any intervening claims. 

Response to Arguments 
Applicant's arguments with respect to claims 1-5, 21, 25, and 27 have been 
considered but are moot in view of the new ground(s) of rejection. Regarding the 
applicant's argument that the Masini reference does not disclose a device for clamping 
an implant having a generally planar base to a complementary surface fomned on a 
bone, the added language is functionally recited in the preamble of claims 1 , 25, and 27 
and the Masini reference must only be capable of being used with an implant having a 
generally planar base to a complementary surface formed on a bone. Regarding the 
applicant's argument that a rejection grounded under 35 U.S.C. 102 being proper, the 
applicant is reminded that an anticipation under 35 U.S.C. 102(b) or 102(e) is 
established when a single prior art reference discloses, either expressly or under 
principles of inherency, each and every element of a claimed invention. RCA Corp. v. 
Applied Digital Data System, Inc., 730 F.2d 1440, 221 USPQ 385 (Fed. Cir. 1984). 
Furthermore, it is well settled that the law of anticipation does not required that the 
reference teach what appellant is teaching or has disclosed, but only that the claims on 
appeal "read on" something disclosed in the reference, i.e. all limitation of the claims are 
found in the reference. Kalman v. Kimberly Clark Corp., 713 F.2d 760, 218 USPQ 781 
(Fed. Cir. 1083). Moreover, it is not necessary for the applied reference to expressly 
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disclose or describe a particular element or limitation of a rejected claim word for word 
as in the rejected claim so long as the reference inherently discloses that element or 
limitation. Standard Havens Products Inc. v. Gencor Industries Inc., 953 F.2d 1360, 21 
USPQ 2d. 1321 (Fed. Cir. 1991). 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Woodall whose telephone number is 571-272- 
5204. The examiner can normally be reached on Monday to Friday 8:00 to 5:30 EST.. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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